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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

AvalonBay Communities, Inc., 

 

Petitioner, 

 

v. 

 

Avalon IP Holding Co., LLC, 

 

Registrant. 

 

) 

) 

) 

) 

) 

) 

) 

) 

) 

 

 

 

 

 

Cancellation No. 92062400 

MOTION TO COMPEL 

 

Pursuant to Federal Rule of Civil Procedure 37(a)(3)(b) and 37 C.F.R. §2.120, Registrant 

Avalon IP Holding Co., LLC, hereby requests that the Board enter an order compelling 

Petitioner AvalonBay Communities, Inc. to respond fully to Registrant’s first set of discovery 

requests.  Registrant has been forced to file the instant motion as a result of Applicant’s failure to 

comply with the rules of procedure, and produce relevant documents and provide relevant 

information.  Unless and until Petitioner provides the outstanding responses and documents, 

Registrant will not be in a position to meaningfully take the deposition of Petitioner’s witnesses 

or to otherwise prepare this matter for trial. 

I. Registrant’s Good Faith Effort to Resolve This Matter 

Parties must make a good faith effort to resolve discovery disputes before moving to 

compel.  37 CFR § 2.120(e)(1); Intex Recreation Corp. v. The Coleman Co., 117 USPQ2d 1799, 

1800 (TTAB 2016).  Here, Registrant has tried repeatedly to resolve this matter without 

requiring input from the Board.  Specifically, Registrant served its First Set of Interrogatories, 

First Set of Requests for Admission, and First Set of Requests for Production on Petitioner 

(collectively, the “Discovery Requests”) on March 3, 2016. (Declaration of Katherine Dennis 

Nye, ¶ 2.)  On April 4, 2016, Petitioner served its Responses and Objections to the Discovery 
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Requests.  (Id. at ¶ 3.)  Thereafter, counsel for Registrant sent a letter to counsel for Petitioner 

outlining the deficiencies in Petitioner’s discovery responses. (Id. at ¶ 4.)  Counsel for Petitioner 

responded via letter, and counsel for Registrant then requested that the parties set a time to 

discuss specific issues via phone. (Id. at ¶¶ 5-6.)  The parties did so, and while they were able to 

resolve a few of the outstanding issues, several issues remain unresolvable without intervention 

of the Board.  (Id. at ¶ 7-8.)  Accordingly, Registrant has made the required good faith effort to 

resolve these disputes. 

II. The Deficiencies in Petitioner’s Responses 

As detailed herein, several of Petitioner’s Responses are insufficient, and the Board 

should order Petitioner to respond fully and provide responsive documents.  

Request No. 7:   All documents that disclose, describe, constitute or otherwise 

relate to (a) whether Petitioner has conducted or caused to be conducted a search, 

investigation or other inquiry, including any trademark search in the United States Patent 

and Trademark Office, concerning whether any marks similar to any of the AVALON 

marks asserted in the Petition for Cancellation had been or were being used by other 

parties, or whether other parties had applied for or received registrations for such 

designations…. 

Petitioner objected to this request as overly broad and unduly burdensome on the grounds 

that it seeks all documents that relate to any inquiry Petitioner ever made concerning use of the 

marks at issue in this proceeding by other parties or to any decision by Petitioner to apply for 

registration of those marks, and did not specify a date range.   

However, Petitioner has asserted a broad range of marks covering numerous goods and 

services against Registrant’s AVALON registration.  Registrant, in turn, has asserted the 

affirmative defense of equitable estoppel, which hinges on the fact that Petitioner has long 

tolerated third parties’ use of AVALON marks in connection with a wide variety of services, 

including the very services for which it claims to have registered trademarks.  Accordingly, 
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inquiry into Petitioner’s searches, investigations, and knowledge regarding those marks are 

highly relevant to the scope of its rights, and the Board should order their production.   

 Request No. 8:   All documents that disclose, describe, constitute or otherwise 

relate to: 

(a) statements or reports concerning the quality or perceived standards of 

quality of any products or services offered by Petitioner under any of the AVALON 

marks asserted in the Petition for Cancellation;  

(b) any litigation involving any products or services offered or to be offered 

by Petitioner under any of the AVALON marks asserted in the Petition for Cancellation; 

and 

(c) any complaints concerning any products or services offered at any time by 

Petitioner. 

Petitioner objected to this Request on the grounds that it is purportedly vague and 

ambiguous, seeks irrelevant information, and is overly burdensome.  On the contrary, however, 

these facts are highly relevant to the instant proceedings.  Specifically, the Petition for 

Cancellation alleges that Petitioner will be damaged any misimpression that Registrant’s services 

are sponsored or approved by Petitioner, or that it is affiliated with Petitioner.  If Petitioner’s 

reputation is already so tarnished by its own poor quality services, as evidenced by the volume of 

complaints that it has received, this belies any claim of damage.   

In discussions with Petitioner, Registrant agreed to limit this Request to seek only: (a) 

documents constituting statements or reports concerning the quality or perceived standards of 

quality of any products or services offered by Petitioner under any of the AVALON marks 

asserted in the Petition for Cancellation; (b) documents sufficient to identify any litigation 

involving any products or services offered or to be offered by Petitioner under any of the 

AVALON marks asserted in the Petition for Cancellation; and (c) documents sufficient to 

identify any complaints concerning any products or services offered at any time by Petitioner.  

(Nye Decl., Ex. C.)  Petitioner indicated that it does not keep a central repository of complaints 
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received at all of its apartment complexes, but, despite Registrant’s counsel indicating this topic 

would be covered during the teleconference, Petitioner’s counsel could not provide additional 

information about how complaints are tracked or records regarding them are kept.  (Nye Decl., 

¶¶ 7-8, Ex. F.)  Petitioner should be required to respond to this request with all responsive 

documents, as limited in Registrant’s letter and herein.  

Request No. 17:   All documents related to third-party uses of the term AVALON 

in connection with real estate services, including but not limited to real estate 

management, leasing, rental, or providing information regarding the same. 

Request No. 18:   All documents related to third-party uses of the term AVALON 

in connection with hotel or resort services. 

Request No. 19:   All documents related to third-party uses of the term AVALON 

in connection with printed guides, newsletters, journals, or magazines. 

Request No. 20:   All documents related to third-party uses of the term AVALON 

in connection with construction or real estate development. 

Request No. 21:   All documents related to third-party uses of the term AVALON 

in connection with online information services. 

Request No. 22:   All documents related to third-party uses of the term AVALON 

in connection with recreational or exercise facilities. 

Request No. 23:   All documents related to third-party uses of the term AVALON 

in connection with online social networking. 

Petitioner objected to these Requests as overly broad on the basis that they would 

“include duplicative documents, documents where the burden of production outweighs any 

marginal relevance, and documents that are not relevant to any claim or defense of the parties.”   

Petitioner also objected on the grounds that these Requests did not specify a date limitation, and 

that they requested documents available through public sources. This is further gamesmanship on 

the part of Petitioner. It knows that uncontrolled third-party use of the AVALON mark in 

connection with the very same services offered by Petitioner is central to Registrant’s defense, 

and, just like Request No. 7, these Requests seek documents that are highly relevant to the 
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strength of Petitioner’s asserted marks, as well as Registrant’s affirmative defenses. Petitioner’s 

counsel has agreed to “discuss with [their] client supplementing these requests, if possible.”  

However, to date, no such supplementation, or even assurances that such supplementation is 

forthcoming, has been received, despite the fact that these Requests have been pending for nearly 

four months.  Accordingly, Registrant has been forced to seek intervention of the Board to order 

Petitioner to provide complete responses without further delay. 

Request No. 23:   All documents referring or relating to Petitioner’s intent to offer, plans 

to offer, or consideration of offering vacation rentals or other short-term leasing arrangements.  

Petitioner initially objected to these Requests as irrelevant, overly broad and unduly 

burdensome, and on the basis of the attorney client privilege and work product doctrine.   In its 

most recent correspondence, Petitioner has indicated it will produce responsive documents, but 

no production has yet been made.   These documents are also critical to Registrant’s defense 

insofar as it is Registrant’s belief that this entire matter has been filed by Petitioner for the 

purpose of being able to expand directly into Registrant’s lines of business. 

WHEREFORE, for the foregoing reasons, Registrant respectfully requests that the Board 

enter an Order compelling Petitioner to respond in full to Registrant’s discovery requests within 

10 days of the entry of such Order, and granting such other relief as the Board deems 

appropriate. 

 

 

Dated: June 23, 2016 

 

By:       /Katherine Dennis Nye/  

One of the Attorneys for Registrant,  

Avalon IP Holding Co., LLC  

 

Lee J. Eulgen 

Katherine Dennis Nye 

Neal Gerber & Eisenberg LLP 

2 N LaSalle St Suite 1700 

Chicago, Illinois 60602 

(312) 269-8000 
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CERTIFICATE OF SERVICE 

I, Lee J. Eulgen, an attorney, state that I served a copy of Registrant’s First Amended and 

Supplemental Answers and Objections to Petitioner’s First Set of Interrogatories on: 

Brent D. Sokol 

JONES DAY 

555 S. Flower Street, 50
th

 Floor 

Los Angeles, CA 90071 

 

Anna Raimer 

JONES DAY 

717 Texas Avenue, Suite 3300 

Houston, TX 77002 

 

via U.S. mail on this 23rd day of June, 2016, with a courtesy copy via email.  

 

 

           /Lee J. Eulgen/  

Lee J. Eulgen 

 
24940702.2  
















































































































